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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 14-22, and 25-27 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. In regard to Claim 14, the recitation 
"a motion control means" cannot be found in the original disclosure and is considered as 
new matter. In regard to Claim 14, the recitation "configured to produce a motion at the 
distal end of the wire which changes the shape of an embolus with which the distal 
end is in contact" cannot be found in the original disclosure and is considered as new 
matter. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-5 and 8-11, and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Dubrul et al (US Pub. No.: 2002/0019597). 
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In regard to Claim 1, Dubrul et al discloses a catheter for changing the shape of 
an embolus comprising: a first elongate shaft (146, Fig. 1 1 C) having a proximal end (the 
end of 146 outside the tissue 18, Fig. 11C), a distal end (the end of 146 placed inside 
the tissue 18, Fig. 11C) and a lumen (the first elongate shaft 146 must has a lumen 
disposed inside for the rotation of tube 134, Fig. 1 1C and Para. [0062]) therethrough; a 
second elongate shaft (tubular wire mesh tissue cutter 138 with tubular mesh material 
144 in Fig 1 1F or 1 12 Fig. 9A) at least partially disposed in the lumen of the first 
elongate shaft (Fig. 1 1F and Para. [0062]), the second shaft having a proximal end, a 
distal end and a lumen (the cutter 138 or 1 12 must has a lumen disposed on its 
surfaces for the cutter to move between the outer tube 146 in Fig. 1 1 F or 1 17 in Fig 9A 
and the inner tube 121 in Fig. 11 F or 11 5 in Fig. 9A and Paras. [0060] and [0062]) 
therethrough; a tip (the mesh material, 144, Fig. 1 1 F) disposed on the distal end of the 
second shaft having a cavity (the cavity of the mesh material, Fig. 11 F) fluidly 
connected to the lumen of the second shaft (Para. [0062]) and a distal opening (the 
opening of the tubular mesh material 144, Fig. 11F), the tip movable between a first 
state and a second state wherein the distal opening (Paras [0060] and [0062]) has a 
greater cross-sectional area in the second state (expanded state as shown in Fig. 11 F) 
than in the first state (compressed state before expanding inside the outer tube 146, 
Para. [0060] and [0062]); and a vibratable wire (the wire of the mesh cutter, Figs. 9A and 
1 1 F) for changing the shape of an embolus at least partially disposed within the lumen 
of the second elongate shaft (Figs. 1 1 F-1 1 G). 
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In regard to Claim 2, the wire is configured to unclog the lumen of the second 
elongate shaft (Since the wire of the mesh cutter can extend outward to the tissue and 
the mesh material can move from the outer tube to the tissue, it is inherent that the wire 
can unclog the lumen of the wire of the mesh cutter, Paras. [0060] and [0062]). 

In regard to Claim 3, the wire is configured to fragment the embolus (Fig. 1 1 D 
and Para. [0062]). 

In regard to Claim 4, the cavity has a greater volume in the second state than in 
the first state (the volume of the expanded state is greater than in the unexpanded 
state, Fig. 11Fand Para.[0062]). 

In regard to Claim 5, the distal opening is proximal the distal end of the first 
elongate shaft in the first state (the distal opening of the mesh material of the mesh 
cutter before expanding into the tissue is proximal to the distal end of the outer tube) 
and wherein the distal opening is distal the distal end of the first elongate shaft in the 
second state (the distal opening of the mesh material of the mesh cutter before 
expanding into the tissue is distal to the distal end of the outer tube, Fig. 1 1 F). 

In regard to Claim 8, the second elongate member comprises an expandable 
braid (Fig. 11Fand Para. [0062]). 

In regard to Claim 9-10, the catheter further comprises a vacuum source fluidly 
connected to the distal end of the first shaft and second shaft (It is inherent that there is 
a vacuum source located outside the tissue and fluidly connected to the distal end of the 
first shaft and second shaft since fluid is withdrawn through suction inlets 122, Fig 1 1A). 
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In regard to Claim 1 1 , the catheter further comprises a clot pulling device (121 , 
Fig. 1 1 B) disposed within the lumen of the second elongated shaft. 

In regard to Claim 13, in the second state the distal opening has a cross- 
sectional area that is larger than the cross-sectional area of the lumen of the first 
elongate shaft at the distal end (Fig. 1 1 F). 

5. Claims 1-5 and 7-8, 11, and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by White (WO 01/97697). 

In regard to Claim 1 , White discloses a catheter for changing the shape of an 
embolus comprising: a first elongate shaft (percutaneous sheath, 21, Fig. 1) having a 
proximal end (the end of 21 outside the vessel 39, Fig. 1 ), a distal end (the end of 21 
placed inside the vessel 39, Fig. 1) and a lumen (pg. 20, line 2) therethrough; a second 
elongate shaft (tubular body 17 of extractor means 20, Figs. 1 and 5a) at least partially 
disposed in the lumen of the first elongate shaft (Figs 1 and 5a), the second shaft 
having a proximal end (the end of 17 outside the vessel 39, Fig. 1), a distal end (the end 
of 17 placed inside the vessel 39, Fig. 1) and a lumen (pg. 3, lines 8) disposed on the 
distal end of the second shaft having a cavity (frusto-conical shape of distal end portion 
of 17, Fig. 5a and pg. 17, line 12) fluidly connected to the lumen of the second shaft 
(Fig. 5a), the tip movable between a first state and a second state wherein the distal 
opening (the distal tip of 17, Fig. 5a) has a greater cross-sectional area in the second 
state (expanded state, pg. 17, lines 12-14) than in the first state (collapsed state, pg. 17, 
lines 12-14); and a vibratable wire (guidewire, 11, Fig. 5a) for changing the shape of an 
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embolus at least partially disposed within the lumen of the second elongate shaft (Fig. 
5a and pg. 20, lines 1-20). 

In regard to Claim 2, In regard to Claim 2, the wire is configured to unclog the 
lumen of the second elongate shaft (Fig. 1 and 5a and pg. 20, lines 1-2). 

In regard to Claim 3, the wire is configured to fragment the embolus (pg. 20, lines 

1-20). 

In regard to Claim 4, the cavity has a greater volume in the second state than in 
the first state (the volume of the expanded state is greater than in the collapsed state, 
Fig. 5a and pg. 3, lines 7-10). 

In regard to Claim 5, the distal opening is proximal the distal end of the first 
elongate shaft in the first state (pg. 20, lines 12-14) and wherein the distal opening is 
distal the distal end of the first elongate shaft in the second state (pg. 20, lines 15-16 
and Fig. 3b). 

In regard to Claim 7, the second elongated shaft comprises a nitinol coiled sheet 
catheter (Fig. 3b and pg. 10, lines 7-8) 

In regard to Claim 8, the second elongate member comprises an expandable 
braid (Fig. 3c). 

In regard to Claim 1 1 , the catheter further comprises a clot pulling device 
(capture means, 10, Fig. 5a) disposed within the lumen of the second elongated shaft 
(Fig. 5a). 
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In regard to Claim 13, in the second state the distal opening has a cross- 
sectional area that is larger than the cross-sectional area of the lumen of the first 
elongate shaft at the distal end (Fig. 1 ). 

6. Claims 14-15 and 18-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Uflacker et al (US Pat. No.: 5,243,997). 

In regard to Claim 14, Uflacker et al discloses a catheter comprising: a first 
elongate shaft (catheter, 80, Fig. 4) having a proximal end (the end of 80 located 
outside the artery 74), a distal end (the end of 80 located inside the artery 74) and a first 
lumen (it is inherent that the tubular section of catheter has a lumen in order for the 
guide wire to move inside the catheter) therethrough; a wire (guide wire, 12, Fig. 4) 
having a proximal end (the end of 12 located outside the artery 74) and a distal end (the 
end of 12 located inside the artery 74) at least partially disposed in the first elongate 
shaft, the distal end extending distally from the first elongate shaft (Fig. 4); and a motion 
control apparatus (combination of vibrating device 10 and clamp 16, Fig. 4) connected 
to the proximal end of the wire (the clamp 16 is connected to the proximal end portion of 
the guide wire, Fig. 4). 

In regard to Claim 15, the motion control apparatus can impart a vibrating motion 
to the wire (Col. 3, lines 31-36). 

In regard to Claim 18, the vibrating motion is axial (Col. 5, lines 65-68, vibrating in 
three dimensions includes axial vibrating motion). 
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In regard to Claim 19, the catheter further comprises a device (inductive element, 
84, Fig. 4) attached to the distal end of the wire for changing the shape of an embolus. 

In regard to Claim 20, the device is configured to change the shape of the 
embolus to unclog a distal catheter lumen (since the inductive element is attached to 
the distal end of the guide wire, it must be able to unclog a distal catheter lumen in order 
to get through catheter into the blood vessel). 

In regard to Claim 21 , the device is configured to fragment an embolus (the 
inductive element can hit and fragment an embolus when the vibrating device vibrates 
the guide wire, Fig. 4). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

10. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dubrul et 
al (US Pub. No.: 2002/0019597) in view of Kurz et al (US Pat. No. 6,692,504). 

Dubrul et al discloses all the limitations of the claim as taught above but fails to 
disclose that the second elongated shaft comprises a shape memory polyurethane. 

However, Kurz et al explicitly teaches that an elongated shaft (clot retrieval 
apparatus 20, Fig. 3) comprises a shape memory polyurethane (Col. 2, lines 25-35). 

Dubrul et al and Kurz et al are analogous art because they are from the same 
field of endeavor. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of Dubrul et al and Kurz et al before him or her, to modify 
the catheter of Dubrul et al to include a second elongated shaft, comprising a shape 
memory polyurethane as taught by Kurz et al. 


Application/Control Number: 10/664,134 Page 10 

Art Unit: 3773 

The suggestion/motivation for doing so would have been to control the expansion 
of the shaft by manipulating the temperature of the shaft material (Kurz et al, Col. 8, 
lines 20-45). 

Therefore, it would have been obvious to combine Kurz et al with Dubrul et al to 
obtain the invention as specified in the instant claim. 

1 1 . Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over White 
(WO 01/97697) in view of Kurz et al (US Pat. No. 6,692,504). 

White discloses all the limitations of the claim as taught above but fails to 
disclose that the second elongated shaft comprises a shape memory polyurethane. 

However, Kurz et al explicitly teaches that an elongated shaft (clot retrieval 
apparatus 20, Fig. 3) comprises a shape memory polyurethane (Col. 2, lines 25-35). 

White and Kurz et al are analogous art because they are from the same field of 
endeavor. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of White and Kurz et al before him or her, to modify the 
catheter of White to include a second elongated shaft, comprising a shape memory 
polyurethane as taught by Kurz et al. 

The suggestion/motivation for doing so would have been to control the expansion 
of the shaft by manipulating the temperature of the shaft material (Kurz et al, Col. 8, 
lines 20-45). 

Therefore, it would have been obvious to combine Kurz et al with White to obtain 
the invention as specified in the instant claim. 
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12. Claims 9-1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
White (WO 01/97697) in view of Dubrul et al (US Pub. No.: 2002/0019597). 

White discloses all the limitations of the claims as taught above but fails to 
disclose a vacuum source that fluidly connected to the distal end of the first shaft and 
the distal end of the second shaft. 

However, Dubrul et al explicitly teaches a vacuum source that fluidly connected 
to the distal end of the first shaft and the distal end of the second shaft (It is inherent 
that there is a vacuum source located outside the tissue and fluidly connected to the 
distal end of the first shaft and second shaft since fluid is withdrawn through suction 
inlets 122, Fig 11 A). 

White and Dubrul et al are analogous art because they are from the same field of 
endeavor. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of White and Dubrul et al before him or her, to modify the 
catheter of White to include a vacuum source that fluidly connected to the distal end of 
the first shaft and the distal end of the second shaft as taught by Dubrul et al. 

The suggestion/motivation for doing so would have been to withdraw fluid and 
the occasional particles out of the target site (Dubrul et al, Para. [0062]). 

Therefore, it would have been obvious to combine Dubrul et al with White to 
obtain the invention as specified in the instant claims. 

1 3. Claims 1 6-1 7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Uflacker et al (US Pat. No.: 5,243,997) in view of Dubrul et al (5,380,273). 
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In regard to Claim 16-17, Uflacker et al discloses all the limitations of the claims 
but fails to disclose the vibrating motion has a frequency less than about 20 kHz and 
fails to disclose the vibrating motion has a frequency of between about 1 Hz and about 
150 Hz. 

However, Dubrul et al explicitly teaches that a vibrating motion has a frequency 
of 1 Hz to 5000 Hz (Col.3, lines 50-55). Specifically, Dubrul et al discloses that a 
vibrating motion has a frequency of less than 100 Hz (Col. 2, line 50). 

Uflacker et al and Dubrul et al are analogous art because they are from the same 
field of endeavor. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of Uflacker et al and Dubrul et al before him or her, to 
modify the catheter of Uflacker et al to include a vibration motion that has a frequency of 
between about 1Hz and about 100 Hz as taught by Dubrul et al. 

The suggestion/motivation for doing so would have been that the amplitude and, 
therefore the energy of the low frequency vibration delivered to the tip of a catheter is 
much predictable at the lower frequencies and enable more accurate dosimetry (Dubrul 
etal, Col. 2, lines 50-55). 

Therefore, it would have been obvious to combine Dubrul et al with Uflacker et al 
to obtain the invention as specified in the instant claims. 

14. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Uflacker 
et al (US Pat. No.: 5,243,997) in view of White (WO 01/97697). 
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Uflacker et al discloses all the limitations of the claim but fails to disclose the 
device is an arcuate wire. 

However, White explicitly teaches that the device is an arcuate wire (spoke 
members 13a of spanning means 14, Fig. 2a) 

Uflacker et al and White are analogous art because they are from the same field 
of endeavor. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of Uflacker et al and White before him or her, to modify the 
catheter of Uflacker et al to include a device that is an arcuate wire as taught by White. 

The suggestion/motivation for doing so would have been to prevent escape of 
dislodged thromboemboli (White, pg. 15, lines 19-25) 

Therefore, it would have been obvious to combine White with Uflacker et al to 
obtain the invention as specified in the instant claim. 

15. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Uflacker 
et al (US Pat. No.: 5,243,997) in view of Bates et al (6,224,612). 

Uflacker et al discloses all the limitations of the Claim as taught above but fails to 
disclose the device has a working range of about 2 mm proximally and about 15 mm 
distally. 

However, Bates et al explicitly discloses a medical device that has legs (11a, 
11b, 11c, 11 d, Fig. 1B) with working ranges of 0.5 to 3.5 inches which is 12.7 mm to 
88.9 mm (Col. 6, lines, 60-62). 
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Uflacker et al and Bates et al are analogous art because they are from the same 
field of endeavor. 

A modification of size(s) or dimension(s) of a device is only a design choice and 
within level of one of ordinary skill in the art. 

Therefore, it would have been obvious to combine Bates et al with Uflacker et al 
to obtain the invention as specified in the instant claim. 

16. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Uflacker 
et al (US Pat. No.: 5,243,997) in view of Brisken (US Pat. No.: 5,728,062). 

Uflacker et al discloses all the limitations of the Claim as taught above but fails to 
disclose the device has a working range of about 2 mm proximally and about 15 mm 
distally. 

However, Brisken explicitly discloses a magnetostrictive driver (60, Fig. 4) that 
has a length range from 3 mm to 12 mm (Col. 3, lines 43-46). 

Uflacker et al and Brisken are analogous art because they are from the same 
field of endeavor. 

A modification of size(s) or dimension(s) of a device is only a design choice and 
within level of one of ordinary skill in the art. 

Therefore, it would have been obvious to combine Brisken with Uflacker et al to 
obtain the invention as specified in the instant claim. 

17. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Uflacker 
et al (US Pat. No.: 5,243,997) in view of Graves et al (5,522,819). 
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Uflacker et al discloses all the limitations of the Claim as taught above but fails to 
disclose the device has a working range of about 2 mm proximally and about 15 mm 
distally. 

However, Graves et al explicitly discloses a snare coil that has a working range 
of 5 mm to 10 mm (Col. 4, lines 23-24). 

Uflacker et al and Graves et al are analogous art because they are from the 
same field of endeavor. 

A modification of size(s) or dimension(s) of a device is only a design choice and 
within level of one of ordinary skill in the art. 

Therefore, it would have been obvious to combine Graves et al with Uflacker et al 
to obtain the invention as specified in the instant claim. 

18. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Uflacker 
et al (US Pat. No.: 5,243,997) in view of Wilk et al (US Pat. No.: 5,41 7, 697). 

Uflacker et al discloses all the limitations of the claim but fails to disclose the 
catheter further comprises a vacuum source fluidly connected to the distal end of the 
first elongated shaft. 

However, Wilk et al explicitly teaches that the device a vacuum source (vacuum 
pump, 30, Fig. 1) fluidly connected to the distal end of the first elongated shaft (hollow 
rod, 24, Figs. 1 and 2). 

Uflacker et al and Wilk et al are analogous art because they are from the same 
field of endeavor. 
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At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of Uflacker et al and Wilk et al before him or her, to modify 
the catheter of Uflacker et al to further comprises a vacuum source fluidly connected to 
the distal end of the first elongated shaft as taught by Wilk et al. 

The suggestion/motivation for doing so would have been to hold an entrained 
object in the web member that is attached to the rod (Wilk et al, Col. 5, lines 63-68). 

Therefore, it would have been obvious to combine Wilk et al with Uflacker et al to 
obtain the invention as specified in the instant claim. 

Response to Arguments 

1 9. Objections to the drawings and claims have been withdrawn. 

20. Applicant's arguments filed on 04/04/2008 have been fully considered but they 
are not persuasive. 

In response to applicant's arguments on election/restriction section of the remark, 
an arcuate wire, a wire having a zigzag shape, and a wire having a loop are mutually 
exclusive. In addition, a shaft having an angled distal end and a non-angled distal end 
are mutually exclusive. Since applicant/applicant's representative elected Figure 1A (an 
arcuate wire disposed in a shaft having a non-angled distal end), the claims 23, 24, and 
29 were not examined. 

In response to applicant's arguments on page 16 of the remark, Dubrul disclose a 
vibratable wire (wire of mesh cutter 138, the wire must be vibratable) at least partially 
disposed within the lumen of the second elongated shaft. The recitation "for changing 
the shape of an embolus" is a recitation of intended use. A recitation of the intended 
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use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it 
meets the claim. A lumen is defined as a bore of a tube. Since Dubrul discloses hollow 
second elongate shaft (tubular wire mesh tissue cutter 138 with tubular mesh material 
144 in Fig. 11 F or 11 2 Fig. 9A), there must be a lumen of a second elongate shaft. As 
shown in Figure 1 1 F, tubular wire mesh tissue cutter 138 and tubular mesh material 
144 are engaged and are characterized as the second elongate shaft. 

In response to applicant's arguments on page 16 of the remark, Dubrul discloses 
a tip (the mesh material, 144, Fig. 1 1 F) disposed on the distal end of the second shaft 
having a cavity (the cavity of the mesh material, Fig. 1 1 F) fluidly connected to the lumen 
of the second shaft (Para. [0062]) and a distal opening (the opening of the tubular mesh 
material 144, Fig. 11 F), the tip movable between a first state and a second state 
wherein the distal opening (Paras [0060] and [0062]) has a greater cross-sectional area 
in the second state (expanded state as shown in Fig. 1 1 F) than in the first state 
(compressed state before expanding inside the outer tube 146, Para. [0060] and [0062]). 

In response to applicant's arguments on page 1 8 and near the top of page 1 9 of 
the remark, White discloses a wire (guidewire, 1 1 , Fig. 5a, the guidewire must be 
vibratable). The recitation "for changing the shape of an embolus" is a recitation of 
intended use. A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
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patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 

In response to applicant's arguments near the bottom of page 19, Uflacker 
discloses and a motion control apparatus (combination of vibrating device 10 and clamp 
16, Fig. 4) connected to the proximal end of the wire (the clamp 16 is connected to the 
proximal end portion of the guide wire, Fig. 4). The recitation "configured to produce a 
motion at the distal end of the wire which changes the shape of an embolus with which 
the distal end is in contact" is a recitation of intended use. A recitation of the intended 
use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it 
meets the claim. 

In response to applicant's argument on top of page 21 , Dubrul and Kurz are from 
the same field of endeavor, clot removers. In Dubrul, the device removes the clot tissue 
material after the tumor tissue was cut. In Kurz, the device also removes clot material. 
Therefore, Dubrul and Kurz are from the same field of endeavor. 

In response to applicant's argument near bottom of page 21 to page 27, Dubrul 
disclose a vibratable wire (wire of mesh cutter 138, the wire must be vibratable) at least 
partially disposed within the lumen of the second elongated shaft. The recitation "for 
changing the shape of an embolus" is a recitation of intended use. A recitation of the 
intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
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invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. Uflacker discloses and a motion control 
apparatus (combination of vibrating device 10 and clamp 16, Fig. 4) connected to the 
proximal end of the wire (the clamp 16 is connected to the proximal end portion of the 
guide wire, Fig. 4). The recitation "configured to produce a motion at the distal end of 
the wire which changes the shape of an embolus with which the distal end is in contact" 
is a recitation of intended use. A recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. 

Conclusion 

21 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JING OU whose telephone number is (571)270-5036. 
The examiner can normally be reached on M-F 7:30am - 5:00pm, Alternative Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Uyen (Jackie) T Ho can be reached on (571)272-4696. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JO 

/(Jackie) Tan-Uyen T. Ho/ 

Supervisory Patent Examiner, Art Unit 3773 


